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DETAILED ACTION 

1 . This office action is in response to the application filed October 18, 2004. 

Election/Restrictions 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-18, drawn to device, classified in class 257, subclass 666. 

II. Claims 19 and 20, drawn to method, classified in class 438, subclass 123. 
The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In this case the process as claimed can be used to make other 
and materially different product, for example, because the transitional claim language 
"comprising" is inclusive of additional process steps other than the particular recited 
steps, the scope of the process claims encompasses a step of removing the power cell 
in order to make a final product having no power cell. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Dave Hoffman on March 3, 2005 a 
provisional election was made without traverse to prosecute the invention of Group I 
claims 1-18. Affirmation of this election must be made by applicant in replying to this 
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Office action. Claims 19 and 20 are withdrawn from further consideration by the 
examiner, 37 CFR 1 .142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-3, 5, 7, 8 and 10, 11 and 14 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Hundt (U.S 5,451,715). 

5. Hundt (Fig 1 , 2) discloses (cl. 1 , 7) an integrated circuit package power cell 
electrode, comprising: an electrically conductive, substantially planar body/ central 
support (20) having a first thickness (thickness of potion 37; Fig 4) and a junction area 
and first and second major surfaces, the junction area (20) configured to receive a 
power cell having a second thickness; and an arcuate terminal (28) electrically coupled 
to the body and configured to position a wire bond terminus (point where 17 meets lead) 
at a perpendicular distance from the body, the distance not being substantially less than 
the sum of the first and second thicknesses; (cl. 2). wherein the terminal is integral to 
the body; (cl. 3) an insulating layer (16) substantially covering a surface of each of the 
body and the terminal opposite the junction area; (cl. 6) the body and the terminal each 
comprise copper (col. 3, Lines 60-62); (cl. 7) and a plurality of conductive leads (25; Fig 
2) radially disposed about the periphery of the central support member; an integrated 
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circuit die coupled to the first surface and having a plurality of bond pads (portion of chip 
connected to wire, 17); a plurality of first wire bonds (17) each coupling one of the 
plurality of bond pads and one of the plurality of conductive leads; and a power cell (14) 
coupled to the second surface; (cl 8, 10) and the power cell (Fig 3a) includes an anode 
layer (44), a cathode layer (41 ) ; [also cl 1 1 ) the insulating surrounds the cell, 
a separator layer (43) interposing: the anode and cathode lavers. 

6. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Nishino 
(JP404317364). 

7. Nishino (Fig 1 A) discloses (cl. 1 ) an integrated circuit package power cell 
electrode, comprising: an electrically conductive, substantially planar body/ central 
support (2) having a first thickness (thickness of potion 37; Fig 4) and a junction area 
and first and second major surfaces, the junction area (i.e. where chip mounted) 
configured to receive a power cell having a second thickness; and an arcuate terminal 
(28) electrically coupled to the body and configured to position a wire bond terminus 
(point where 17 meets lead) at a perpendicular distance from the body, the distance not 
being substantially less than the sum of the first and second thicknesses; ; (cl. 2). 
wherein the terminal is integral to the body; (cl. 3) an insulating layer (8, 13) 
substantially covering a surface of each of the body and the terminal opposite the 
junction area; (cl. 4) and enhancing material (7) on at least the junction area. 

8. ' With respect to the area configured to receive a power cell, because the prior art 
forms the same structure as applicants the claimed invention is not patentable over the 
prior art, since it has been held that the manner in which a claimed apparatus is 
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intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus satisfying the claimed structural limitations, the claimed invention does not 
distinguish. Ex parte Masham, 2 USPQ2d 1647 (1987). 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishino (JP404317364) as applied to claim 1 and further in combination with Knapp et 
al. (U.S. 6,346,343). 

1 1 . Nishino does not appear to show the lead or leadfame/ body comprising copper 
and nickel. 

12. Knapp utilizes a body comprising copper and nickel (Par. 0022). 

13. It would have been obvious to one of ordinary skill in the art to form the body of 
Nishino with copper and nickel in order to increase adhesion of wirebonding as taught 
by Knapp (Par. 0022). 

14. Claims 7, 8 and 10, 1 1, 14 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nishino (JP404317364) in combination with Saito (JP360007760). 
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15. Nishino discloses the elements stated in paragraphs 7 and 8 of this office action 
and further discloses the planar body as a central support (holding chip) with leads 
radially disposed about the periphery of the support (Fig 1b), but does not show a power 
cell coupled to a second surface. 

16. Saito utilizes a power cell ("battery"; English Abstract) coupled to a second 
surface (6; i.e. surface away from chip support), with a terminal (3,5) coupled to the 
body. 

17. It would have been obvious to one of ordinary skill in the art to incorporate a 
battery on a second surface in order to obtain a thin IC Card as taught by Saito (English 
Abstract) with a decrease in external leads as taught by Nishino (English Abstract). 

18. Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishino (JP404317364) in combination with Saito (JP360007760) as applied to claim 7 
and further in combination with Tudolski et al. (U.S. 4,971 ,868). 

19. Neither Nishino nor Saito disclose the power cell (other names i.e. galvanic cell, 
battery etc.) as lithium anode and magnese dioxide cathode with a separator of lithium 
perchlorate. 

20. Tudolski utilizes a power cell with a lithium anode and magnese dioxide cathode 
with and a separator of lithium perchlorate. 

21 . It would have been obvious to one of ordinary skill in to incorporate into the 
modified package of Nishino and Saito the battery used in Tudolski in order to provide a 
battery as required Saito. 
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22. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nishino 
(JP404317364) and Saito (JP360007760) as applied to claim 10 and further in 
combination with Knapp et al. (U.S. 6,346,343). 

23. Neither Nishino nor Saito appear to show the lead or leadfame/ body comprising 
copper and nickel. 

24. Knapp utilizes a body comprising copper and nickel (Par. 0022). 

25. It would have been obvious to one of ordinary skill in the art to form the modified 
body of Nishino and Saito with copper and nickel in order to increase adhesion of 
wirebonding as taught by Knapp (Par. 0022). 

26 Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nishino (JP404317364) in combination with Saito (JP360007760) as applied to 
claim 11 and further in combination with Tuttle (U.S RE 35,765). 

27. Neither Nishino nor Saito appear to disclose the material of its insulating 
encapsulant is polyester. 

28. Tuttel utilizes a polyester encapsulant (Col. 4, Lines 23-25), which is a paper 
material. 

29. It would have been obvious to one of ordinary skill in the art to form the 
encapsulant of the modified structure of Nishino and Saito as a polyester in order to 
encapsulate the chip and IC as taught by Tuttle and (Col. 4, Lines 23-25). 
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30. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nishino (JP404317364) in combination with Saito (JP360007760) as applied to 
claim 16 and further in combination with Notten et al. (U.S. 6,346,343). 

31 . Neither Nishino nor Saito appear to show an electrode coupled to the power cell 
covered with graphite, but Notten utilizes graphite over an electrode. 

32. It would have been obvious to one of ordinary skill in the art to one of ordinary 
skill in the art to incorporate forming graphite on the electrode of a power cell in order to 
slow decay in voltage as taught by Notten (Col. 6, Lines 47-49). 

33. With respect to the process limitations of coating, air or heat curable, the prior art 
structure is the same as the claimed invention. "[E]ven though product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 
966 (Fed.Cir. 1985) 

Conclusion 

34. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James M. Mitchell whose telephone number is (571) 
272-1931. The examiner can normally be reached on M-F 8:00-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Whitehead Jr. can be reached on (571) 272-1702. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Cente/(EBC) ato866-21 7-91 97 (toll-free). 





ERIK KIEUN 
PRIMARY EXAMINER 



